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Opi ni on by Seeherman, Adm nistrative Tradenmark Judge:

Chil ay Foods, Inc. has appealed fromthe final refusal
of the Trademark Exam ning Attorney to register ULTIMATE
SALSA, with the word SALSA disclainmed, for “food products,
namel y guacanole dip” in Cass 29 and “hot sauce nanely
sal sa and taco sauce” in Cass 30.' Registration has been

refused on two grounds: 1) that the mark is nerely

! Application Serial No. 75/699,608, filed May 4, 1999, and
asserting a bona fide intention to use the mark in comerce.
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descriptive of the identified goods, Section 2(e)(1l) of the
Trademark Act, 15 U.S.C. 8 2(e)(1); and 2) that applicant’s
mark, if used on its identified goods, so resenbles the
mar kK shown bel ow, and registered for “salsa,” as to be

likely to cause confusion or nistake or to deceive.?

LZ/(%‘

5000

Saksa.

The registration includes the foll owi ng statenents:
The English translation of the foreign
wording in the mark, “LA ULTIMA” is
“THE ULTI MATE”; and

No claimis nmade to the exclusive right
to use “LA ULTIMA" or “SALSA.”

The appeal has been fully brief, but an oral hearing was

not requested.?

2 Registration No. 2,328,282, issued March 14, 2000.

® In his appeal brief the Examining Attorney objected to our
consi deration of third-party registrati ons which were referenced
in applicant’s brief because copies of the registrati ons were not
submtted. Wth its reply brief applicant has attenpted to
renedy the objection, stating in the brief that it was submtting
actual copies of the registrations, although, in point of fact,
only a copy of Registration No. 1,671,295 was attached to the
brief. In any event, we have considered the four third-party
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W turn first to the refusal based on the ground of
nmere descriptiveness. A mark is nerely descriptive, and
therefore prohibited fromregistration by Section 2(e)(1)
of the Act, if it inmediately conveys know edge of the
ingredients, qualities or characteristics of the goods or
services with which it is used. Inre Gyulay, 820 F. 2d
1216, 3 USP@d 1009 (Fed Gir. 1987).

Wth respect to the goods in Class 30, obviously the
word SALSA in applicant’s mark is the generic termfor one
of the goods, salsa. Applicant does not seriously dispute
this, and has disclaimed exclusive rights to the word.* We
also find that the word ULTI MATE is a | audatory descriptive
term The Exam ning Attorney has quoted the follow ng

definitions of “ultimate”: “representing or exhibiting the

registrations. Applicant first referenced these registrations in
its response to the first Ofice action, and the Exam ning
Attorney did not, at any time in the exam nation of the
appl i cation, advise applicant that the registrations would not be
consi dered because a nmere listing of registrations is not
sufficient to make them of record. Accordingly, we deemthe
Exam ning Attorney to have wai ved any objection to the form of
t he subm ssion

W also note that, with its reply brief, applicant has
submtted exhibits which it alleges to be labels for its goods.
This evidence is manifestly untinely, and has not been
consi dered. See Trademark Rule 2.142(d).
“ In its appeal brief applicant does make the point that “sal sa”
is also defined as “a kind of Latin Anerican dance nusic of Afro-
Cuban and Puerto Rican origin influenced by jazz and rock.” p.
8. Inits reply brief applicant appears to retreat from any
suggestion that this is the meaning consumers woul d under st and
when seeing ULTI MATE SALSA in connection with its identified
goods. “Applicant is not urging that Applicant’s goods and/or
services relate to a nusical term” p. 7
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great est possi bl e devel opnent or sophistication” and

“ut nost: extreme.”®

The Exam ning Attorney has al so nade of
record a large nunber of third-party registrations in which
the word ULTI MATE has been disclained. These registered
mar ks i ncl ude THE ULTI MATE CHEESECAKE and design, with THE
ULTI MATE CHEESECAKE di scl aimed, for, inter alia, cakes;® THE
ULTI MATE CAFE and design, with THE ULTI MATE CAFE
disclaimed, for, inter alia, espresso coffee and coffee
beans;’ and SER THE ULTI MATE CHOCOLATE CAKE and design, with
THE ULTI MATE CHOCOLATE CAKE di scl ai med, for cakes mixes.®
Applicant contends that these third-party
regi strations contradict the Exam ning Attorney’ s position

that the word ULTI MATE is descriptive because “each of

t hese exanpl es represents a Regi strati on—Aot a refusal of

registration.” Brief, p. 9 (enphasis in original).

However, although the various marks have been regi stered,
the fact that the word ULTI MATE has been disclainmed in the
registration indicates that this word in each mark has been

considered to be nerely descriptive.

® The Anerican Heritage Dictionary of the English Language, 3d
ed. © 1992.

® Registration No. 2,098, 784.

" Registration No. 1,925, 661.

8 Registration No. 1,689, 193.
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When these descriptive words ULTI MATE and SALSA are
joined in the mark ULTI MATE SALSA, we find that the mark as
a whole is nerely descriptive of applicant’s goods, in that
it imedi ately conveys to consuners that applicant’s sal sa
is the best. This situation presented here is very simlar
to that discussed inlIn re Nett Designs Inc., 236 F.3d
1339, 57 USPQR2d 1564 (Fed. G r. 2001). In that case, the
Court of Appeals for the Federal Circuit, our principal
reviewi ng court, held that THE ULTI MATE BIKE RACK is a
| audat ory descriptive phrase for a bi ke rack.

We note that there are four registrations, all owned
by the same entity, for the marks ULTI MATE, THE ULTI MATE
JUI CE and THE ULTI MATE TASTE®, for fruit juices, which were
not registered on the basis of acquired distinctiveness
and/ or for which a disclainmer of ULTI MATE was not required.
We do not know the circunstances under which these
regi strations issued but, as the Court noted in In re Nett
Desi gns, supra, the Board must assess each mark on the
record submitted with the particular application. The fact
that another entity was able to obtain registrations for
ULTI MATE for fruit juices without disclainmer or resort to

the provisions of Section 2(f) does not outweigh the

® This registration was cancelled in 2001 for failure to file a
Section 8 affidavit of use.
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evi dence of descriptiveness of ULTI MATE as shown by the
dictionary definitions and nunmerous third-party
registrations submtted by the Exam ning Attorney in which
ULI TMATE was di scl ai ned.

Accordingly, we affirmthe refusal of registration
with respect to the application in Class 30 on the ground
that ULTI MATE SALSA is nerely descriptive of applicant’s
identified sal sa.

Because the application is in two classes, we nust
al so consi der whether the mark is nerely descriptive of the
goods in Cass 29, which are identified as “guacanole dip.”
Al t hough applicant states that SALSA is not descriptive of
guacanol e, we note that applicant agreed to a discl ainer of
SALSA for both classes in the application, thereby
indicating that the termis, in fact, descriptive of
guacanole dip as well as salsa, i.e., that salsa is an
ingredient in the dip. As noted previously, a mark is
nerely descriptive if it describes an ingredient of the
goods. See In re Engineering Systens Corp., 2 USPQ2d 1075
(TTAB 1986). In view of the evidence previously discussed,
we find that consumers, upon seeing the mark ULTI MATE SALSA
in connection with guacanole dip, wll inmmediately
understand that the guacanole dip contains the best sal sa.

Accordingly, we affirmthe refusal of registration based on
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Section 2(e)(1) with respect to the Class 30 application as
wel | .

This brings us to the refusal based on Section 2(d) of
the Trademark Act. CQur determination is based on an
analysis of all of the probative facts in evidence that are
relevant to the factors set forth in Inre E. 1. du Pont de
Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). 1In
any |ikelihood of confusion analysis, two key
considerations are the simlarities between the marks and
the simlarities between the goods. Federated Foods, Inc.
v. Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24 (CCPA
1976) .

Wth respect to the marks, we note that although the
Exam ning Attorney refers to the cited mark as LA ULTI MA
SALSA, the words LA ULTIMA are clearly separated fromthe
word SALSA, and this separation is recognized by the form
of the disclainmer of the words, which is not for the phrase
LA ULTI MA SALSA, but for LA ULTIMA and SALSA separately.

The Exami ning Attorney points out that the words LA
ULTIMA in the cited mark translate as THE ULTI MATE, such
t hat the nmeaning of the words of the marks are in effect
identical. However, we also note that the words LA ULTI MA
SALSA are descriptive (LA ULTIMA) and generic (SALSA) for

t he goods, and that applicant has disclained rights to the
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exclusive use of these words. Thus, we find it difficult
to base a finding of likelihood of confusion on the nere
fact that applicant’s mark contains the English version of
words to which registrant has no exclusive rights.

Moreover, we do not agree with the Exam ni ng Attorney
that the design in the center of the registered mark, which
appears to be an abstract depiction of chili peppers, is
subordinate to the word portion, and deserves | ess wei ght
in the conparison of the marks as a whole. Rather, the
pi cture occupies a prom nent position in the mark, both
because of its placenent in the center of the mark,
separating the words, and because of its size.

Further, because of the placenent of the design, the
cited mark appears to be the words LA ULTIMA, with the word
SALSA as a subordi nate part of the mark, indicating the
nanme of the product, SALSA

Accordingly, the marks are different in appearance,
pronunci ati on and conmercial inpression. Although when the
words are transl ated they have the sane neani ng, because of
the manner in which the registered mark is displayed, there
is even sone degree of difference in connotation of the
marks as a whole, with the cited mark, as noted above,
enphasi zing LA ULTIMA, while the applied-for mark is the

phrase ULTI MATE SALSA
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Accordingly, and because the cited nmark is entitled to
a very limted scope of protection, we find that
applicant’s mark is not likely to cause confusion with the
cited registration even if they are used on identi cal
goods, salsa. |If applicant’s mark is used on guacanol e
dip, the goods of its Cass 29 application, this adds an
addi ti onal degree of difference.

Decision: The refusal of registration pursuant to
Section 2(e)(1) on the ground that applicant’s mark is
nmerely descriptive of its goods in both classes is
affirnmed; the refusal of registration pursuant to Section
2(d) on the ground of I|ikelihood of confusion is reversed

as to both classes.'°

1 W note that in its appeal brief applicant states that it has
not declined the Exam ning Attorney’ s suggestion (nade during the
course of exam nation) that it may want to consi der anendi ng the
application to the Suppl enental Register “but, rather, is nerely
hol di ng such action in abeyance until the present discussions are
considered by the TTAB.” Brief, p. 10. Applicant is rem nded
that Trademark Rul e 2.142(g) provides, in relevant part, that an
application which is decided on appeal, as has this one, will not
be reopened except upon order of the Conmm ssioner, and a petition
to the Comm ssioner to reopen an application will be considered
only upon a showi ng of sufficient cause for consideration of any
matter not already adjudicat ed.



